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DETAILED ACTION 
Continued Examination Under 37 CFR 1A14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 29 June 2004 has been entered. 

Pending Claims 

2. Claims 40-42, 44-46, 48-5 1 , and 53-57 are pending. 

Previous Objections to the Specification 

3. The following objection to the Specification was made in the Office action dated 26 
February 2003. The objection is maintained because Applicant has failed to address the issue in 
the responses filed 31 July 2003 and 29 June 2004: 

The following is a quotation of the first paragraph of 35 USC §112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same, and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

The following is a quotation of 37 CFR §1.7 1(a): 

(a) The specification must include a written description of the invention or discovery and of the manner and 
process of making and using the same, and is required to be in such full, clear, concise, and exact terms as to 
enable any person skilled in the art or science to which the invention or discovery appertains, or with which it is 
most nearly connected, to make and use the same. 

The specification is objected to under 37 CFR §1.71 because: 

The specification describes a polymer produced from at least one monomer having the 
formula: 
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R^N^N^Rb 



wherein each of R a , Rb, Rc are independently selected from the group consisting of. a 
hydroxylated aliphatic side chain, an epoxy glycol, an ethoxy ether, and glycol ether. The 
specification fails to demonstrate how this monomer is made, and it also fails to demonstrate 
how the resulting polymer is made. 

The specification is silent regarding how the specific R-groups are attached to the 
isocyanurate ring prior to, during, or after polymerization. There is no discussion of starting 
materials or reaction mechanisms involved in the production of these monomers. 

Furthermore, there is no discussion regarding how the monomers are polymerized. As 
with all monomers, they are capable of polymerization; however, Applicant fails to disclose a 
mechanism by which polymerization is achieved. 

It is the Examiner's stance that such knowledge would not have been possessed by one 
skilled in the art at the time of the invention, and the Specification fails to provide an explanation 
that would provide such knowledge to one skilled in the art. 

4. The objection to the disclosure set forth section 12 of the previous Office action (dated 5 
January 2004) has been overcome by amendment. 

Previous Claim Objections 

5. The objection to claims 43, 47, and 52 has been rendered moot by the cancellation of 
claims 43, 47, and 52. 

6. The objection to claims 44, 48, and 53 have been overcome by amendment. 
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Previous Claim Rejections - 35 USC § 112 

7. The rejection of claims 43, 47, and 52 under 35 U.S.C. 112, second paragraph, has been 
rendered moot by the cancellation of claims 43, 47, and 52. 

8. The rejection of claims 40-42, 44-46, 48-51, and 53-55 under 35 U.S.C. 1 12, second 
paragraph, has been overcome by amendment. 

Previous Claim Rejections - 35 USC § 102/103 

9. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

10. The rejection of claims 43, 47, and 52 under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Saida et al. (US Pat. No. 5,718,039) has been 
rendered moot by the cancellation of claims 43, 47, and 52. 

11. The rejection of claims 40-42, 44-46, 48-51, and 53-55 under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Saida et al. (US Pat. 
No. 5,718,039) has been withdrawn. 

Claim Rejections - 35 USC § 112 

12. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

13. Claims 40-42, 44-46, 48-51, and 53-57 are rejected under 35 U.S.C. 1 12, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

14. In all of the pending claims a polymer candidate is described as one, wherein the 
candidate polymer comprises a high adhesive strain component with respect to the candidate 
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substrate (or an additional candidate polymer). The limitation is open to multiple 
interpretations: 

a) wherein the candidate comprises a material (component) that exhibits a high adhesive 
strain relative to the adhesive strain of the other material; 

b) wherein the candidate comprises a material (component) that exhibits a high adhesive 
strain when coupled to the other material; 

If interpretation a) is used, it is unclear what the standard is for adhesive strain, i.e. when 
these material are bonded to what kind of material? This gets even more complicated in claim 
49 because the claim recites that the first polymer exhibits a high adhesive strain relative to the 
second polymer AND the second polymer exhibits a high adhesive strain relative to the first 
polymer. It is unclear how both of these limitations can be simultaneously satisfied. 

Interpretation b) appears to make more sense; hence, for the sake of the prior art search, 
this interpretation has been relied upon. 

Furthermore, it should be noted that Applicant fails to define the relative term high 
adhesive strain. This relative terminology does not appear to have universal acceptance in the 
prior art because the quality of an adhesive bond varies depending on the materials that are used. 
What might be considered high when bonding something to a glass substrate may not be the 
same as high when bonding something to a concrete substrate. 

Claim Objections 

15. Claims 49-51 and 53-57 are objected to because of the following informalities: these 
claims describe a three layered structure, wherein the candidate substrate, the candidate first 
polymer, and the candidate second polymer are coupled to one another to form an interface. 
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However, it appears that at least two interfaces are formed when these materials are coupled 
together. Appropriate correction is required. 

Claim Interpretation 

16. Claim 40 has been interpreted as follows: 
40. An electronic component comprising: 

1) a candidate substrate; and 

2) a candidate polymer, wherein the candidate polymer comprises a material that 
exhibits an adhesive strain when coupled to the candidate substrate; 

wherein the candidate substrate and the candidate polymer are coupled to one 
another to form an interface, and wherein the substrate and the polymer are selected as 
candidates based on a computer software program. 

1 7. Claim 49 has been interpreted as follows: 
49. An electronic component comprising: 

1) a candidate substrate; 

2) a candidate first polymer, wherein the candidate first polymer comprises a 
material that exhibits an adhesive strain when coupled to the candidate substrate and 
when coupled to the candidate second polymer; and 

3) a candidate second polymer, wherein the candidate second polymer comprises 
a material that exhibits an adhesive strain when coupled to the candidate first polymer; 

wherein the candidate substrate, the candidate first polymer and the candidate 
second polymer are coupled to one another to form a multi-layered article having at least 
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two interfaces, and wherein the first polymer and the second polymer are selected as 
candidates based on a software program. 

Claim Rejections - 35 USC § 102/103 

1 8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

19. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

20. Claims 40-42, 44-46, 48-51, and 53-57 rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Watanabe et al. (US Pat. No. 
3,932,689). 

Regarding claims 40-42, 44-46, 48, 56, and 57, Watanabe et al. disclose (40) an 
electronic component (Abstract; Example 1) comprising: 1) a candidate substrate (Example 1: 
column 9, lines 45-50 OR Example 1: column 9, lines 50-62); and 2) a candidate polymer, 
wherein the candidate polymer comprises a material that exhibits an adhesive strain when 
coupled to the candidate substrate (Example 1 : column 9, lines 29-45); wherein the candidate 
substrate and the candidate polymer are coupled to one another to form an interface (Example 1 : 
column 9, lines 29-62); (44) wherein the candidate polymer comprises at least one of the 
following chemical precursors see claim for list (Example 1 : column 9, lines 32-36); and (45 & 
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46) wherein the candidate polymer is amorphous, crosslinked, crystalline or branched (Example 
1: column 9, lines 29-62; column 5, lines 66-68). 

Regarding claims 49-51 and 53-57, Watanabe et al. disclose (49) An electronic 
component (Abstract; Example 1) comprising: 1) a candidate substrate (Example 1: column 9, 
lines 50-62); 2) a candidate first polymer, wherein the candidate first polymer comprises a 
material that exhibits an adhesive strain when coupled to the candidate substrate and when 
coupled to the candidate second polymer (Example 1 : column 9, lines 29-45); and 3) a candidate 
second polymer, wherein the candidate second polymer comprises a material that exhibits an 
adhesive strain when coupled to the candidate first polymer (Example 1 : column 9, lines 45-50); 
wherein the candidate substrate, the candidate first polymer and the candidate second polymer 
are coupled to one another to form a multi-layered article having at least two interfaces (Example 
1 : column 9, lines 29-62); (53) wherein at least one of the candidate polymers comprises at least 
one of the following chemical precursors see claim for list (Example 1 : column 9, lines 32-36); 
and (54 & 55) wherein at least one of the candidate polymers is amorphous, crosslinked, 
crystalline or branched (Example 1 : column 9, lines 29-62; column 5, lines 66-68). 

Watanabe et al. do not disclose the electronic component according to claim 40 or 49, 
wherein: (40 & 49) the substrate, the first polymer (and second polymer) are selected as 
candidates based on a software program; wherein: 

(41 & 50) the software program comprises strain cycling data ; (56) wherein the 
material that exhibits high adhesive strain is determined by the software program; and (57) 
wherein the software program determines strain intercept; or 
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(42 & 51) the software program evaluates at least one property of the interface, including 
size, shape and bond geometry; and (48) wherein the software program evaluates at least one of 
the following: a set of modeling data, a set of durability data or a set of evaluation data. 

It should be noted that these are product-by-process limitations. It has been found that, 
"Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a product does 
not depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process" - In re Thorpe, 111 F. 2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985). 

The final product is capable of being made if: a) the selection of materials was done using 
a text containing data; b) the determination of adhesive strain and strain intercept was done 
experimentally or mathematically by hand; and c) the evaluation of the interface was done 
experimentally or mathematically by hand. These process steps would have had no bearing on 
the actual final product whether it was made by the claimed process or by steps a), b), and c). 

Therefore, the product of Watanabe et al. would have anticipated or would have been an 
obvious variant of the claimed article. 

21. Claims 40-42, 44-46, 48-51, and 53-57 are rejected under 35 U.S.C. 102(b) as anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Taniguchi (US Pat. No. 
3,932,689) and Asai et al. (US Pat No. 4,345,959). 
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Normally, only one reference is used in making a rejection under 35 U.S.C. 102; 
however, a 35 U.S.C. 102 rejection over multiple references has been held to be proper when the 
extra references are cites to: (A) Prove the primary reference contains an "enabled disclosure;" 
(B) Explain the meaning of a term used in the primary reference; or (C) Show that a 
characteristic not disclosed in the reference is inherent. In the following rejection, Asai et al. is 
used to show that Epikote 828 is a Bisphenol-A type epoxy material. 

Regarding claims 40-42, 44-46, 48, 56, and 57, Taniguchi discloses (40) an electronic 
component (Abstract; column 4, line 55 through column 5, line 40) comprising: 1) a candidate 
substrate (Figure 1; column 4, lines 59-62); and 2) a candidate polymer, wherein the candidate 
polymer comprises a material that exhibits an adhesive strain when coupled to the candidate 
substrate (Figure 1; column 4, lines 59-62); wherein the candidate substrate and the candidate 
polymer are coupled to one another to form an interface (Figure 1; column 4, lines 59-62); (44) 
wherein the candidate polymer comprises at least one of the following chemical precursors see 
claim for list (Figure 1; column 4, lines 59-62; Table; see Asai et al: column 6, lines 16-19); and 
(45 & 46) wherein the candidate polymer is amorphous, crosslinked, crystalline or branched 
(Figure 1; column 4, line 59 through column 5, line 2). 

Regarding claims 49-51 and 53-57, Taniguchi discloses (49) An electronic component 
(Abstract; column 4, line 55 through column 5, line 40) comprising: 1) a candidate substrate 
(Figure 1; column 4, lines 59-62); 2) a candidate first polymer, wherein the candidate first 
polymer comprises a material that exhibits an adhesive strain when coupled to the candidate 
substrate and when coupled to the candidate second polymer (Figure 1; column 4, lines 59-62); 
and 3) a candidate second polymer, wherein the candidate second polymer comprises a material 
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that exhibits an adhesive strain when coupled to the candidate first polymer (Figure 1 ; column 4, 
line 62 through column 5, line 2); wherein the candidate substrate, the candidate first polymer 
and the candidate second polymer are coupled to one another to form a multi-layered article 
having at least two interfaces (Figure 1; column 4, line 59 through column 5, line 2); (S3) 
wherein at least one of the candidate polymers comprises at least one of the following chemical 
precursors see claim for list (Figure 1; column 4, line 59 through column 5, line 2; Table; see 
Asai et al: column 6, lines 16-19); and (54 & 55) wherein at least one of the candidate polymers 
is amorphous, crosslinked, crystalline or branched (Figure 1; column 4, line 59 through column 
5, line 2). 

Taniguchi does not disclose the electronic component according to claim 40 or 49, 
wherein: (40 & 49) the substrate, the first polymer (and second polymer) are selected as 
candidates based on a software program; wherein: 

(41 & 50) the software program comprises strain cycling data; (56) wherein the 
material that exhibits high adhesive strain is determined by the software program; and (57) 
wherein the software program determines strain intercept; or 

(42 & 51) the software program evaluates at least one property of the interface, including 
size, shape and bond geometry; and (48) wherein the software program evaluates at least one of 
the following: a set of modeling data, a set of durability data or a set of evaluation data. 

It should be noted that these are product-by-process limitations. It has been found that, 
"Even though product-by-process claims are limited by and defined by the process, 
determination of patentability is based on the product itself. The patentability of a product does 
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not depend on its method of production. If the product in the product-by-process claim is the 
same as or obvious from a product of the prior art, the claim is unpatentable even though the 
prior product was made by a different process" - In re Thorpe, 111 F. 2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985). 

The final product is capable of being made if: a) the selection of materials was done using 
a text containing data; b) the determination of adhesive strain and strain intercept was done 
experimentally or mathematically by hand; and c) the evaluation of the interface was done 
experimentally or mathematically by hand. These process steps would have had no bearing on 
the actual final product whether it was made by the claimed process or by steps a), b), and c). 

Therefore, the product of Taniguchi would have anticipated or would have been an 
obvious variant of the claimed article. 

Response to Arguments 
22. Applicant's arguments with respect to the pending claims have been considered but are 
moot in view of the new ground(s) of rejection. 

Communication 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J Feely whose telephone number is 571-272-1086. The 
examiner can normally be reached on M-F 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Michael J. Feely 
Patent Examiner 
Art Unit 1712 



July 25, 2004 



